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DETAILED ACTION 

The amendment of April 13, 2006 has been received and entered. With the 
amendment claims 1-23 remain canceled and claims 24-45 remain pending for 
examination. 

Specification 

1. The objection to the disclosure as to the reference to the parent case 09/996,304 is 
withdrawn due to the amendment to the specification of April 13, 2006. 

Claim Objections 

2. The objection to claims 34 and 36 as to the providing of "ml/ m 2 " is withdrawn 
due to the amendment of April 13, 2006 to provide the material in the correct form. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 43 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
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skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 43 now requires that the " moving base is one of graphic papers". 
However, the specification, at claim 4, for example, indicates that the process is for the 
"production of graphic papers, specifically carbonless copying paper." (page 4, lines 13- 
15). As a result, it is the final product which is a graphic paper. It is not indicated that 
the base, without the coating, is considered a graphic paper. As a result, the 
amendment contains new matter. 

5. The rejection of claims 24-36 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for the application of first and second 
mediums using curtain coating applicators, does not reasonably provide enablement for 
application using other forms of applicators is withdrawn due to the April 13, 2006 
amendment to independent claim 24 to provide that the first and second mediums are 
applied in the forms of curtains. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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7. Claim 44 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 44, at lines 3 and 4, "said graphic papers" and "said cardboard" are now 
claimed. However, there is no antecedent basis for this terminology as claim 44 
depends from claim 37 not claim 43. Does applicant intend the claim to depend from 
claim 43, thus requiring the paper to be one of graphic paper or cardboard? As worded, 
in claim 44 it remains is unclear what weights are actually required, because coating 
graphic papers or cardboard is not necessarily required. When coating plain paper, for 
example, the weight requirements are not clear. Furthermore, it is unclear if these 
weights refer to the coating when wet or when dry. 

8. In the amendment of April 13, 2006, applicant argues that claim 44 was amended 
to clarify the claims, however, the above problems are still present or now present in the 
claim. Furthermore, as to the wet/ dry weight of the coating, this still has not been 
addressed. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

11. Claims 24-34, 36-39 and 41-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakamura et al (US 4230743) in view of Greiller (US 3632374). 

Nakamura teaches a method of adding layers to a material web. Figure 4 and 
column 1, lines 10-15. At least one first layer of a first application medium is applied to 
the web. Figure 4 and column 7, lines 1-15. At least one second layer of a second 
application medium is applied to the material web. Figure 4 and column 7, lines 1-15. 
The application mediums are liquid or pasty. Column 7, lines 60-65, and column 10, 
lines 30-40. The first application medium (the microcapsule containing medium) can 
have a solids content of 10-60 wt%. Column 7, lines 60-68. The second application 
medium (the color developer) can have a solids content of 10-60 wt%. Column 12, lines 
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30-40. The viscosity of the first medium can be 20 to 200 centipoise (=mPas). Column 7, 
lines 60-68. The viscosity of the second medium can be 10.8 or 19.5 centipoise (=mPas). 
Column 15, lines 60-65 and column 16, lines 55-60, The first and second application 
mediums can be applied to the web in the form of curtains. Figure 4 and column 7, lines 
1-15. 

Claim 25: the water retention capability of the second application medium can be 
higher than that of the first application medium, as the amount applied of each material 
can be roughly the same and the second medium can contain an absorptive material, 
such as clay, not found in the first medium. Column 10, lines 25-40 and column 13, lines 
30-40. 

Claim 26: the density of the first application medium can be significantly greater 
than the density of the second application medium, given that in Example 2, for 
example, the first medium has a significantly higher solids content than the second 
medium, indicating its greater weight. Column 15, lines 35-65. 

Claim 27: the viscosity of the first medium can be higher than that of the second 
medium, given that the viscosity of the first medium is taught to be 20 to 100 centipoise, 
while the viscosity of the second medium can be as low as 10.8 centipoise. Column 7, 
lines 60-68 and column 15, lines 55-65. 

Claim 28: the first medium, for example, can be an aqueous solution or 
dispersion of solid particles. Column 7, lines 60-65 and column 10, lines 1-10 (the solid 
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particles). The second medium can also contain solid particles, such as clay as an 
aqueous solution or dispersion. Column 12, lines 30-40 and column 10, lines 25-35. 

Claim 29: the first medium can be a butadiene-styrene dispersion. Column 9, 
lines 50-55. The second medium can be a butadiene-styrene dispersion. Column 12, 
lines 40-45 and column 15, lines 55-65. 

Claim 30: the solid particles can be mineral pigments or plastic particles. Column 
10, lines 5-20. 

Claim 31: the solid particles can be plastic, microcapsules or starch. Column 10, 
lines 5-20. 

Claim 32: the first medium can have solids content of 10-60 wt%. The viscosity 
can be 20 to 100 mPas. The first medium can be a barrier layer, to the extent that the 
surface is covered and a protective mateiral is also present. Column 10, lines 1-10. 

Claim 33: the first application medium can be a starch solution. Column 10, lines 
5-10 (note the presence of starch). 

Claim 34: the first application medium can be applied with a curtain coater in an 
amount of 3.4 1/min (3400 ml/min) for a slit length of 800 mm (0.8 m) at a speed of 300 
m/min. Column 17, lines 35-45 (sample 9). This provides an amount of 3400/ (.8 x 300) 
= 14 ml/m2. 

Claim 36: the second application medium can be applied with a curtain coater in 
an amount of 4.7 1/min (4700 ml/min) for a slit length of 800 mm (0.8 m) at a speed of 
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300 m/min. Column 17, lines 35-45 (sample 9). This provides an amount of 4700/(.8 x 
300) = 19.58 ml/m2. 

Claim 37: the apparatus can include a first curtain applicator unit with a first 
discharge nozzle, whereby the first medium is discharged as a first curtain onto a 
moving base. Figure 4 and column 7, lines 1-15. A second curtain applicator unit with a 
second discharge nozzle is provided for providing the second medium as a second 
curtain onto a moving base. Figure 4 and column 7, lines 1-15. The second applicator is 
positioned relative to the first applicator such that the first coating is still wet when the 
second coating is applied. Figure 4 and column 7, lines 1-15. 

Claim 38: the curtain applicators apply the mediums, respectively, onto the 
moving base in a substantially finally metered manner. Figure 4 and column 7, lines 1- 
25. 

Claim 41: the curtain heights of the first and second curtains can be about 10 to 
20 cm (100 to 200 mm). Column 13, lines 40-45. 

Claim 42: the first curtain applicator can discharge the first medium at 3.4 1/ min 
for a width of 800 mm (0.8 m). Column 17, lines 35-45 (sample 9). This gives 3.4/0.8 = 
4.25 1/ min per meter of width. The second curtain applicator can discharge the first 
medium at 4.7 1/ min for a width of 800 mm (0.8 m). Column 17, lines 35-45 (sample 9). 
This gives 4.7/0.8 = 5.875 1/min per meter of width. 

Claim 43: the base speed can be 1000 m/min. Column 5, lines 35-40. For 
example, the speed can be 300 m/min. Column 17, lines 35-45. The base can be graphic 
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paper, such as art paper (which would be a "graphic paper" as things can be drawn on 
it). Column 13, lines 5-15. 

Claim 44: the coating amount can be greater than 4 g/m2 for each layer. Column 
13, lines 30-40. 

Claim 45: the web can be a paper or film web. Column 13, lines 5-15. 

Nakamura teaches all the features of these claims except (1) that the viscosity is 

measured as a Brookfield viscosity determined at 100 rev/min (claim 24), (2) the 

density (claim 32), (3) the distance between the first and second applicators (claim 37), 

(4) the exact amount of material (claim 44), (fl the pressure differential in a space 

k 

between the first and second curtains (claim 24) and (/) the vacuum device positioned 
between the two applicators^ cf«u m 3*0. 

However, Greiller teaches that when curtain coating, it is well known to position 
a vacuum device attached to a curtain coating system to be placed directly before a 
curtain. Figure 9 and column 10, lines 30-45. This shields the curtain from air currents 
to enhance its stability and also removes air entrained by the web. Column 10, lines 30- 
45. 

It is the Examiner's position that it is well known to measure viscosity using a 
Brookfield system determined at 100 rev/min. As applicant has not traversed this 
position from the Oct. 3, 2005 Office Action, it is understood to be admitted prior art. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nakamura to provide that the viscosity is within the 
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claimed range when measured using the Brookfield system determined at 100 rev/min, 
because Nakamura teaches a range of 20-100 centipoise viscosity without telling 
precisely how it is measured, and it is the Examiner's position that the use of a 
Brookfield system to measure the viscosity is a well known way of measuring viscosity , 
and its used would provide the desired viscosity of Nakamura when performing the 
process of Nakamura. It would further have been obvious to provide a density within 
the claimed range when performing the process of Nakamura, as Nakamura teaches to 
use an aqueous base and to given a range percentage of solids of defined additive 
materials, which would provide densities in the claimed range. It would further have 
been obvious to modify Nakamura to perform routine experimentation to optimize the 
distance between the first and second applicators, because Nakamura teaches to apply 
the second coating while the first coating is still wet, and therefore, the second 
applicator must be close enough to the first applicator for this to occur, based on the 
materials used and the speed of the coating. It would further have been obvious to 
modify Nakamura to perform routine experimentation to optimize the exact amount of 
material to be applied based on the materials to be used, because Nakamura teaches to 
apply more than 4 g/ m2 of material for each layer. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to further modify 
Nakamura to provide a vacuum device positioned between the two applicators as 
suggested by Greiller with an expectation of desirable coating results by shielding the 
curtain and removing entrained air, because Nakamura teaches curtain coating with 
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two devices in series, and Greiller teaches the desirability of placing a vacuum device 
directed before the curtain of a curtain coating device, which would provide a vacuum 
device prior to the first curtain coater and the second curtain coater of Nakamura, and 
the vacuum device prior to the second curtain coater would be located between the two 
curtain coaters. This vacuum device would provide a pressure differential in a space 
between the first and second curtains relative to an ambient atmospheric pressure, 
because the vacuum in the vacuum device would provide that that device had a 
pressure less than atmospheric. 

12. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nakamura 
in view of Greiller as applied to claims 24-34, 36-39 and 41-45 above, and further in view 
of Shay (US 5192592). 

Nakamura in view of Greiller teaches all the features of this claim except the ink 
filled microcapsules. Nakamura teaches that microcapsules can be provided in the first 
coating as part of the protective agent, where the microcapsules are filled with other 
than color developer. Column 10, lines 1-10. The microcapsules can be 3-50 microns is 
size. Column 10, lines 10-20. The solids content of the first coating can be 10-60 wt%. 
Column 7, lines 60-68. The viscosity of the first coating can be 10-200 centipoise 
(=mPas). Column 7, lines 60-68. 

However, Shay teaches that it is known to provide aqueous coatings of styrene- 
butadiene latex, clay, starch, calcium carbonate and ink capsules. Column 6, lines 45-50. 
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the solids content of this coating can be about 50 wt%. Column 6, lines 55-60. Shay 
teaches that the taught coatings can be commonly applied by blade, roll and curtain 
coating processes. Column 5, lines 50-60. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nakamura in view of Greiller to use ink filled 
microcapsules as suggested by Shay with an expectation of desirable coating results, 
because Nakamura in view of Greiller teaches that microcapsules filled with other than 
developer can also be used in the first coating and Shay teaches that it is well known 
that capsules of ink can be curtain coated. 

13. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nakamura 
in view of Greiller as applied to claims 24-34, 36-39 and 41-45 above, and further in view 
ofSaitoetal (US 5136970). 

Nakamura in view of Greiller teaches all the features of this claim except the 
guide elements. 

However, Saito teaches that when curtain coating, it is desirable to provide guide 
elements that guide curtain flow from the slot of the curtain coating nozzle. Figures 1-3 
and column 3, lines 5-25. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nakamura in view of Greiller to a curtain guide member 
as suggested by Saito with an expectation of desirable coating results, because 
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Nakamura in view of Greiller teaches a method of curtain coating in series and Saito 
teaches that it is desirable to use a guide member when curtain coating. 

4 

Response to Arguments 
14. Applicant's arguments filed April 13, 2006 have been fully considered but they 
are not persuasive. 

The Examiner has reviewed applicant's arguments that Nakamura does not 
provide the claimed forming of a pressure differential in a space between the first 
curtain and the second curtain, however, the above rejection is maintained. The 
Examiner has provided Greiller, as originally used in combination with Nakamura for 
claim 39, as to the provision of a pressure differential in a space between the first and 
second curtain. While applicant argues that Nakamura, as shown in figure 4, provides 
two curtain applicators, with the space between unbounded and that a pressure 
differential between the two curtains would not be possible to achieve, the Examiner 
notes that Greiller provides a vacuum device that could certainly be placed between the 
two curtains as discussed in the rejection above and form a pressure differential "in a 
space" between the two curtains, with the benefits to the curtain coating process as 
described by Greiller as discussed above. In the arguments provided by applicant, no 
argument is made against the use of Greiller as was originally provided for claim 39 
other than that the claim depends from claim 24 and is allowable for that reason. 
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Conclusion 

15. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katherine A. Bareford whose telephone number is (571) 
272-1413. The examiner can normally be reached on M-F(6:00-3:30) with the First 
Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone numbers 
for the organization where this application or proceeding is assigned are (571) 273-8300 
for regular communications and for After Final communications. 

Other inquiries can be directed to the Tech Center 1700 telephone number at 
(571) 272-1700. 


Application/ Control Number: 10/783,864 


Page 15 


Art Unit: 1762 

Furthermore, information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http: //pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


KATHERB€BA«EFOffi 

PRIMARY EXAMINER 



